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REMARKS 

Claims 1-1 17 are pending in the instant application, of which claims 43-50, 52, 53, 
and 55-107 are withdrawn from consideration. Claims 1-107 were canceled previously, and 
claims 108-117 are canceled by this Amendment without prejudice, and Applicant reserves 
the right to pursue these claims in continuation or divisional applications. New 
claims 1 18-123 have been added in the present paper. 

Support for the new claims is found diroughout the specification. No new matter is 
introduced in the new claims. 

New Matter rejection under 35 U.S.C. § 132 

On page 2 of the Final Office Action mailed April 4, 2007, the Examiner objects to 
the amendment of November 8, 2004, under 35 U.S.C. § 132 "because it introduces new 
matter into the disclosure." In particular, the Examiner states that "AppUcant provides SEQ 
ID NO: 10 as 244 amino acids rather than 245 amino acid in the claimed provisional 
applications. However, the corresponding table legend to the sequences does not correspond 
[to] the sequence numbering. For example: T8: amino acids 68^-94 of SEQ ID NO:39 in the 
table legend for ^ in T8, lysine has been substituted for the leucine residue at position 69of the 
full-length Tumstatin, however this position now is 68." (Original emphasis). 

The Examiner has required a substitute specification. The same is filed herewith. 
Although the Preliminary Amendment filed October 16, 2002 addressed this very issue, 
confusion remains over the teachings. For clarity. Applicant has atteched hereto the cover 
page and original amino acid sequences for Tumstatin, presented in the provisional patent 
applications. This substimte specification brin^ cohesion between the last-filed 
sequence listing (filed October 16, 2002) the sequences related to Tumstatin in the original 
provisional patent application, and the present tables and text. Thus, for example, the 
provisional patent applications and the current sequence listing indicate a leucine residue at 
position 68. The substitute specification, e.g., the table legend, also refers to the leucine at 
position 68. Additionally, substitute FIG. 18B and RG. 42 are submitted herewith, further 
reflecting the original, now-corrected amino acid sequences of the instant subject matter. No 
new matter is introduced in the substitute specification. 
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Objections to the claims 

The Examiner, on page 2 of the Final Office Action, rejected claim 112. This claim 
has been canceled, and the Applicant apologizes for the typographical error. 

The Examiner next objects to claims 109 and 1 14, then claims 110 and 115 (on page 3 
of the Action), for discrepancies between the amino acids presented in claims and the cited 
sequence listings. Although these claims iiave been canceled. Applicant notes that the amino 
acids sequences and references to the sequence listings appear in the new claims. They have 
been compared for accuracy. Applicant appreciates the Examiner's careful attention to detail. 
Applicants request withdrawal of the objection. 

Rejections under 35 V.S.C. § 112 

On page 3 of the Office Action, the Examiner rejects claims 108-1 17 under 35 U.S.C. 
§ 112, first paragraph, for lack of enablement. 

The Examiner notes that although particular mutations are enabled by the 
specification, for example, the Examiner states that the specification is enabling for "An 
isolat«i Tumstatin polypeptide of SEQ ID NO: 10 having the amino acid sequence of SEQ ID 
NOS:38-42, wherein said mutated polypeptide has the ability to inhibit angiogenic activity or 
the ability to inhibit protein synthesis in endothehal cell," the Examiner maintains diat the 
claims' preamble "mutated Tumstatin polypeptide" does not limit the claims to the specific 
mutations recited in the SEQ ID NOs:38-42. Applicants traverse the rejection. 

Nevertheless, in an effort to expedite prosecution, claims 108-1 17 have been 
canceled. The new claims present a reasonable correlation between the scope of the claims 
and the scope of enablement. The new claims either follow the Examiner's explicit guidance, 
for which Applicant is grateful, or no longer recite "mutated Tumstatin polypeptide having" 
language. Hence, Applicant's respectfully request withdrawal of the rejection. 
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CONCLUSION 

Applicant respectfully requests reconsideration of this application and allowance of 
the pending claims in view of the above amendment and remarks. 

Except for issue fees payable under 37 C.F.R. §1.18, the Commissioner is hereby 
authorized by this paper to chai-ge any additional fees during the entire pendency of this 
application including fees due under 37 C.F.R. §§1.16 and 1.17 which may be required, 
including any required extension of time fees, or credit any overpayment to Deposit Account 
No. 50-0310. This paragraph is intended to be a CONSTRUCTIVE PETITION FOR 
EXTENSION OF TIME in accordance with 37 C.RR. §1. 136(a)(3). 

Respectfully submitted, 

/Jeffrey A. Lindeman. Reg. No. 34.658/ 
Jeffrey A. Lindeman 
Registration No. 34,658 

NIXON PEABODY LLP 
Suite 900, 401 9* Street, N.W. 
Washington, D.C. 20004-2128 
(202) 585-8000 
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